Application No.: 09/994,747 



Docket No.: 0879-0364P 



REMARKS 

Reconsideration and allowance of the subject application are respectfully requested. 
Claims 4 and 9-15 are pending, claim 4 being independent. In this Reply, Applicant has canceled 
claims 1-3 and 5-8 without prejudice or disclaimer. Claims 9-15 have been added. 

Summary of a Disclosed Embodiment 

Generally, an embodiment of the present invention is directed to a digital camera 10 that 
captures images for storage on a recording medium 94 and includes audio reproduction 
functionality for reproducing compressed audio stored on the recording medium 94. Depending 
on the remaining storage capacity of the recording medium 94, an embodiment selectively 
deletes audio files (e.g., MP3 audio files) from the recording medium 94 so that additional 
images generated by the imaging element (CCD 68) of the digital camera 10 may be recorded on 
medium 94. In one implementation, at least a portion of the audio file selected for deletion is 
reproduced so that the operator may confirm that the selected audio file should be deleted. See 
e.g., page 14, lines 10-16. 

In the embodiment of Fig. 8, this procedure for confirming deletion of an audio file 
("deletion object") is integrated into the image-capturing function that is initiated when the user 
depresses a shutter button 24. More specifically, when the user half presses the shutter button 24 
and a control unit determines that insufficient storage medium space is available for recording an 
additional image, a portion of an audio file corresponding to a candidate deletion object is 
reproduced and the control unit determines whether the operator continues or aborts the image- 
capturing operation (Step S230). If the operator continues image-capturing (e.g., by fully 
depressing the shutter button 24), the audio file corresponding to the candidate deletion object is 
deleted so that the image can be recorded (Steps S260-S264). If the operator aborts the image- 
capturing operation, a different audio file is selected as the next candidate deletion object (Step 
S242). See the flow diagram of Fig. 8. 
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Prior Art Rejections 

Claims 1-3 stand rejected under 35 U.S.C. § 102 as allegedly being anticipated by Ejima 
et al. (U.S. Patent Publication 2002/0027602). Claims 4-6 under stand rejected under 35 U.S.C. § 
103 as allegedly being unpatentable over Ejima in view of Habuto et al. (U.S. Patent 6,810,441). 
These rejections, insofar as they pertain to the presently pending claims, are respectfully 
traversed. 

Initially, Applicant notes that the cancellation of claims 1-3 has rendered the rejection 
under 35 U.S.C. § 102 moot. Therefore, the following discussion addresses the asserted rejection 
under 35 U.S.C. § 103. 

Independent claim 4 is directed to a camera with an audio reproduction function. The 
camera of claim 4 comprises: an image pick-up device which converts an optical image into an 
electrical signal; an image-capturing instructing device which instructs the start of a picture 
taking operation with the image pick-up device; a signal processing device which processes the 
electrical signal obtained by the image pick-up device to convert it into the image data; a 
recording device which records the image data obtained by the signal processing device on a 
recording medium; a reproduction processing device which reproduces an audio file recorded on 
the recording medium; an audio output device which outputs the audio reproduced by the 
reproduction processing device audibly; a device which detects an empty capacity of the 
recording medium; a device which determines an estimated recording data amount of image 
acquired by an image-capturing operation using the image pick-up device; and a control device 
which controls selective deleting of an audio file from the recording medium. When the empty 
capacity of the recording medium is less than the estimated recording amount, the control device 
controls selective deleting by controlling the reproduction processing device to reproduce a 
portion of an audio file that is a candidate deletion object for output by the audio output device 
and deletes the candidate deletion object upon determining that an operator is proceeding with a 
previously-initiated picture taking operation. 
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Therefore, as amended, the camera of claim 4 performs selective deleting of an audio file 
in a manner that is integrated in a picture taking operation. More specifically, a control device 
controls selective deleting by controlling a reproduction processing device to reproduce a portion 
of an audio file that is a candidate deletion object for output by an audio output device and 
deletes the candidate deletion object upon determining that an operator is proceeding with a 
previously-initiated picture taking operation. 

Ejima discloses a digital camera that captures an image on a CCD 20 for storage on a 
removable memory card 24. The digital camera of Ejima further includes a microphone 8 for 
generating sound data. Therefore, both image data and sound data are apparently recorded and 
stored on the memory card 24. See e.g., paragraph [0110]. Ejima discloses an embodiment in 
which, when deleting information from memory, the content of information to be deleted is 
confirmed by reproducing the information. Paragraphs [0140]-[0142]. 

Ejima, however, fails to disclose or suggest the selective audio file deletion as currently 
recited in claim 4. 

As set forth on pages 4-5 of the Office Action, the Examiner relies on the secondary 
reference, Habuto, as allegedly detecting the capacity of a recording medium for controlling an 
audio file deletion process. Applicant submits, however, that the Examiner's reliance on Habuto 
fails to make up for the deficiencies of Ejima discussed above. 

To establish prima facie obviousness, all claim limitations must be taught or suggested by 
the prior art and the asserted modification or combination of prior art must be supported by some 
teaching, suggestion, or motivation in the applied reference or in knowledge generally available 
to one skilled in the art. In re Fine, 837, F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). Thus, "[a]ll words in a claim must be 
considered in judging the patentability of that claim against the prior art." In re Wilson, 424 F.2d 
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). The prior art must suggest the desirability of the 
modification in order to establish a prima facie case of obviousness. In re Brouwer, 77 F.3d 422, 
425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1995). It can also be said that the prior art must 
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collectively suggest or point to the claimed invention to support a finding of obviousness. In re 
Hedges, 783 F.2d 1038, 1041, 228 USPQ 685, 687 (Fed. Cir. 1986); In re Ehrreich, 590 F.2d 
902, 908-09, 200 USPQ 504, 510 (CCPA 1979). 

In view of the above, Applicant respectfully submits that the asserted combination 
(assuming these references may be combined, which Applicant does not admit) fails to establish 
prima facie obviousness of claim 4, or any claim depending therefrom. 

In view of the above, Applicant respectfully requests reconsideration and withdrawal of 
the Examiner's prior art rejections. 

New Claims 

Newly-added claims 9-15 depend, either directly or indirectly, from independent claim 4. 
Although newly-added dependent claims 14 and 15 recite features of non-elected Species II and 
III, respectively, Applicant submits that these claims are subject to possible rejoinder upon 
allowance of generic claim 4. 

Conclusion 

If the Examiner has any questions concerning this application, the Examiner is requested 
to contact the undersigned at the telephone number of (703) 205-8000. Facsimile 
communications may be sent to facsimile number (703) 205-8050. 
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If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any 
additional fees required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; particularly, extension 
of time fees. 



Dated: June 3, 2005 




D. Richard Anderson 
Registration No.: 40,439 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Rd 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorneys for Applicant 
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